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REMARKS 

Reconsideration and allowance are respectfully requested. 

The amendment proposed in this Response simply places 
allowable claim 5 in independent form. No new matter has been 
added. Entry and allowance are requested. 

n,*i m * n-28 ^ ™-<» should he considered together. 

Reconsideration and withdrawal of the election requirement 

are requested. 

The office action does not identify any Groups for the group 
election/ restriction requirement. In order to more clearly 
address the requirement, Applicant has assumed that the Examiner 
has intended that claims 1-28 belong to Group I, claim 60 also 
belongs to Group I, and claims 29-59, 61-93 belong to Group II. 

The claims of Groups I and II do not relate to materially 
different products or processes. The vent defined by Group I 
relates to the apparatus and method, per ae, described in the 
claims of Group II. They are not related to materially different 
processes that would result in an apparatus used for different 
purposes nor can they be used to practice a different process 
than that intended and claimed. 

For instance, the claims clearly define the vent (Group I) 
as being part of the apparatus and method of Group II. Such a 
device cannot have different applications contemplated by the 
examiner . 

The inventions as described in the claims are neither 
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independent nor distinct. In fact, the inventions as claimed 
arise from the same inventive effort. Where inventions are 
neither independent nor distinct, restrictions should not be 
required. Where inventions arise from the same inventive effort, 
restriction should not be required. 

MPEP § 802.01 points out that a sub -combination and a / 
combination are not independent inventions, and that a process 
and an apparatus used in the practice of the process are not 
independent inventions. That same section points out that 
independent means that there is no disclosed relationship between 
the subjects disclosed. 

The examiner has not made any requirement based on the 
subject matter being independent. Therefore it is understood 
that the examiner concedes that the subject matter is not 
independent . 

The examiner's requirement for restriction is based upon a 
holding that the subjects are distinct. That is, as pointed out 
in MPEP § 802.01, the examiner has held that the subject matter 
as claimed: 

are capable of separate manufacture, use or sale as cla imed , 
AND ARE PATENTABLE (novel and unobvious) OVER EACH OTHfc»K. 

The examiner has held under MPEP § 803 that the claimed 
inventions : 

. are able to support separate patents and they are ... 
distinct {MPEP § 806 . 05-806 .05 (1) ) . 

However, MPEP § 803 unequivocally states: 

If the search and examination of an entire application can 
be made without serious burden, the examiner must examine it 
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on the merits, even though it include* claims to distinct or 

independent inventions. 
So that . 803 makes its Point dearly, the serious burden 
requirement is repeated under the title: 

PRTTERIA FOR RESTRICTION BETWEEN 
PATENTABLE DISTINCT INVENTIONS 

MW I 803 goes on to state that there are two criteria for 
. restriction requirement, one. that the inventions must be 
distinct as claimed, and two, that there must be a serious burden 
on the examiner if restriction were not required. 

section 803 goes on to state under GUIDELINES an that 
examiner must provide reasons and/or examples to support 
conclusions. The examiner has never stated that there would be a 
serious burden on the examiner if restriction were not required, 
indeed, there should be no serious burden on the examiner. 

The Federal Circuit has held that the patent office .. 
obligated to make necessary findings and to provide an 
administrative record showing the evidence on which the findings 
are based, accompanied by the agency's reasoning in reaching rts 
conclusion. la^ZM^, *9 »SPQ2d 1193. 1697 <Fed. Cir. 2 001). 
The decision "must be Justified within the four corners of the 
record." in^ejariside. 53 USPQ2d 1769. 1774 (Fed. cir. 2000). 
The Examiner has neither made the necessary findings nor provided 

f hP arbitrary species election requirement 
any reasoning for the aroicraiy b FC 

between the claims on record. 

For the above reasons, the Applicant believes that the 
claims should be examined together. Hence, the Examiner should 
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k indly withdraw the restriction and consider all claims x-» 

together . 

Reconsideration and withdrawal o£ the requirement are 
respectfully revested. Reconsideration and allowance of the 
application are requested. 

a o-5 7« as well a » rlaim , are patentable 

The invention generally relates to a membrane battery vent, 
comprising a battery case, at least one perforation in the 
battery case, a porous substrate adjacent the perforation in the 
battery case for venting batteries, and a gas selective permeable 
membrane integral with the porous substrate. The present 
invention further defines a catalytic layer and a diffusion layer 
on the selectively permeable membrane forming a gas recombination 
mechanism for reccmbining gases evolved from within the battery 
case and for venting the battery. 

*s previously pointed out. Jones relates to a battery cell 
having a housing, positive and negative electrodes spaced in the 
housing, electrolyte in the housing, a gas space in the housing 
for collecting hydrogen and oxygen gas, a pressure relief valve 
for venting gas from the housing and for preventing oxygen from 
entering the negative electrode, a container in the housing 
holding a catalyst being in gas communication with the oxygen and 
hydrogen in the gas space, and a catalyst poison filter in the 
chamber to be in contact with the oxygen and hydrogen in the gas 
space.- Jones also has a micropores single piece plastic section 
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hydrophobic to the electrolyte and having pore, to allow oxygen 
and hydrogen gas to pass from the gae .pace into the catalyst 

chamber . 

For an invention to be anticipated, it must be demonstrated 
that each and every element of the claimed invention is present 
in the "four corners" of a single prior art, either expressly 
described therein or under the principle of inherency. ism. 
mrir , „ n^^nt inc.. 3 USPQ2d 1766, 1767-1768 (CAFC, 

1987) . The absence from prior art reference any claimed element 
negates anticipation. Kloster SpeedsteM AR v rmcible, Inc. ,, 
230 USPQ 81, 84 (Fed. Cir. 1986). 

Nowhere in the entire Jones reference there is description, 
teaching, suggestion or even by remote inherence any indication 
of venting the battery housing through the selectively permeable 
membrane formed on the porous substrate adjacent to the opening 
(vent) in the housing. The Examiner picks different elements 
. from Jones that have nothing to do with the claimed invention and 
then holds the different elements to anticipate the claimed 
invention even though the elements have nothing to do with the 
claimed invention and its components. 

For example, the Examiner equates the Jones 68 to be the 
claimed perforation. However, Jones describes element 68 to be a 
gas space which is required for working in conjunction with the 
catalytic chamber as taught by Jones. The Examiner relies on 
column 4, lines 41-60 for the gas permeable membrane. 

However, column 4, lines 41-60 exactly provides the 
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differ ence S between the clawed invention and the .ones device. 
Fo r example, those lines describe figure 1 in which device 10 has 
a cylindrical container 14 attached to flange with internal 

chafer 22 having an opening 20. Container 14 is of sulfunc 
acid resistant material because it is disposed inside the 
battery. Micro-porous section 30 allows gas and vapor to pass ^ ' 
fr om the inside of the battery into chafer 22. Section 30 >S 
di8 K shaped and has a ^er 30a heat sealed to the opening 20 of 
chamber 22. member 30a is porous, plastic, hydrophobic and 
allows gas and vapor to pass through but not liquids. Member 30 
completely seals catalyst 26 within chamber 22. Filter 28 is 
positioned between catalyst 26 and member 30a. Jones expressly 
teaches that member 30a forms an anti hydrogen flame barrier. 

The Jones catalyst layer will be of use only if both oxygen 
and hydrogen pass through the member for the catalytic reaction 
to occur and for the two to combine and form water vapor. Thus, 
,ones cannot, does not, and will not allow only hydrogen to pass 
through the member into the catalytic chamber 22. 

Also, the Examiner misconstrues the Jones catalytic chamber 
with its opening 20 to be the claimed battery vent. Jones 
expressly provides a one-way valve for venting the battery which 
has nothing to do with the catalytic chamber 22 opening 20. In 
fact, Jones admits in column 6, lines 14-16, that attaching the 
catalyst device 10 to the pressure release valve is not possible. 
And yet. the Examiner treats the valve and the catalytic chamber 
opening to be interchangeable, which is in error. 
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in Figure 8 the catalyst device 10 is attached to the 
pressure relief valve 12 which allows excess gas to escape rather 
than selectively permeable gas to vent. Catalyst 26 in the 
device 10 is in gas communication with the interior of the cell 
60 being positioned in the gas space 68 in the housing where 
oxygen and hydrogen gas collect. Nowhere does Jones describe, 
teach, or suggest that the member 30a selectively permits gas 
egress to the pressure relief valve for venting the batteries. 
Thus, nothing in Jones, describes, teach or suggests the claimed 
invention and therefore the reference cannot anticipate the 

present claims. 

To be anticipating, a prior art reference must disclose 
-each and every limitation of the claimed invention [ , ] . must be 
enabling!,] and must describe. .. [the] claimed invention 
sufficiently to have placed it in possession of a person of 
ordinary skill in the field of the invention." Tn re Paulsen , 31 
USPQ2d 1671, 1673 (Fed. Cir. 1994). 

For most of the rejections the Examiner relies on inherency 
as a basis for Jones anticipating the claimed features. However, 
"To establish inherency, the extrinsic evidence 'must make it 
clear that the missing descriptive matter is necessarily present 
in the thing described in the reference, and that it would be so 
recognized by persons of ordinary skill."' Tn Robertson , 48 
USPQ2d 1949, 1951 (Fed. Cir. 1999) quoting from Continental Can 
rv, v Monsanto Co. , 20 USPQ2d 1746. 1749 (Fed. Cir. 1991). 
"Inherency, however, may not be established by probabilities or 
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possibilities. The mere fact that a certain thing may result 
from a given set of circumstances is not sufficient. Id* 20 
USPQ2d at 1749. 

„ and ~ p^^.HT. nnrl-r ^ TT.B.C, 101(h) over Jones 
an H Lewin (it? Patent S, 916, 704)., 

As pointed out above, Jones does not describe, teach nor 
suggest the claimed invention. Therefore, any further 
combination of Jones with other references will also teach away 
from the claimed invention. 

-It is impermissible to use the claimed invention as an 
instruction manual or 'template' to piece together the teachings 
of the prior art so that the claimed invention is rendered 
obvious." r « Fritch. 23 USPQ2d 1783, 1784 (CAFC, August 1992), 
quoting from In^Gonnan, 18 USPQ2d 1885, 1888 (Fed. Cir. 1991). 
■.This court has previously stated that one cannot use hindsight 
reconstruction to pick and choose among isolated disclosures in 
the prior art to deprecate the claimed invention." Id. quoting 
from Tn re Fine, 5 USPQ2d 1600 (CAFC, 1988) . 

As previously pointed out, Lewin relates to a low pressure 
battery vent for flexible containers. The container has a 
venting aperture. An external seal is formed on the aperture 
with a vent structure. The vent structure has a chemically inert 
• plastic film layer with a central aperture aligned with the vent 
aperture and adhered to the flexible container. A second film 
inert layer is adhered to the first layer such that it covers the 
vent and aperture but has a partial opening for a venting pathway 
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from the aperture to the anient atmosphere. The second film xs 
releasably adhered to the first film for the venting. 

Citing ~ nordon. 221 USPQ, 1127, the court pointed out, 
-the mere fact that the prior art may be modified in the manner 
suggested by the Examiner does not make the modification obvious 
unless the prior art suggested the desirability of the 

t, -h^v, o-k ilSP02d 1783, 1784 (CAFC, August 
modification". Tn re Fntch, 23 USPQ2d i/". 

1992) . in the same case, Tn re Gordon, the court found a 
proposed modification inappropriate for an obviousness inquiry 
when the modification rendered the prior art reference inoperable 
for its intended purpose. 

The teachings of Jones and Lewin cannot be combined in the 
manner proposed by the Examiner because the two teachings are 
inapposite. Jones mandates a catalyst chamber and a separate 
venting one-way valve where the chamber must be disposed inside 
the battery case in communication with the gas space. Lewin 
requires a venting apparatus that must be disposed outside the 
venting aperture for that device to work. It is not understood 
where in the combined teachings there is basis for the Examiner's 
holding that would render claims 21 and 22 obvious. 

If examination at the initial stage does not produce a prima 
facie case of unpatentability, then without more the applicant is 
entitled to grant of the patent. Tn re Oetiker , 25 USPQ2d 1443, 
X447 (Fed. Cir. 1992) citing Tn re Grabiak, 226 USPQ 870, 873 
(Fed. Cir.- 1985). In fact, the office action does not provide 
any basis for the rejection of each of the features in every 
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dependent claim and therefore Applicant is unable to determine 
the Examiner's basis for the rejection of each of the claims to 
adequately rebut the rejections. Therefore, as dictated by 
Oe^iker -without more applicant is entitled to grant of the 

patent • " 

Nothing in the references, either singly or in combination, 
teaches or suggests the claimed features. Therefore, the 
references cannot anticipate nor render obvious the present 

invention as claimed. 

Since Applicant has presented a novel, unique and non- 
obvious invention, consideration of all the claims together, 
reconsideration and allowance are respectfully requested. 

Respectfully, 



James C. Wray/Re§. No. 22,693 
Meera P. Narasimhan, Reg. No- 40,252 
1493 Chain Bridge Road, Suite 300 
McLean, Virginia 22101 
Tel: (703) 442-4800 
Fax: (703) 448-7397 
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